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Rejections based on Prior Art 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-31 and 34-37are rejected under 35 U.S.C. 102(b) as being anticipated 
by Willoughby (US 6,283,753). 

Willoughby discloses at Figures 27A and 27 B an impression coping system for 
impression molding techniques comprised of (1) an implant fastener/attachment means 
(the illustrated screw) which is capable of engaging an implant (in Figure 27A and B it 
engages plastic tube 57), (2) a coping 53 which engages the screw and is to be 
encased in the impression material, (3) a mountable and removable extender 61 which 
is dimensioned to protrude from the impression material to provide access to the screw 
and (4) spacer element 55. In regard to claim 7, nearly any element is "adapted to be 
cut." In regard to claim 1 1 , the actual person who assembles the device fails to make 
the device itself patentable. In regard to claim 17, the reasons as to why the spacer 
might be removed fails to impose any objectively ascertainable structural distinctions 
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from the device disclosed by Willoughby. In regard to claim 20, the Willoughby spacer 
55 is "split" in that the top profile is different from the bottom profile. 

In response to the present rejection applicant again argues that cylinder 53 of 
Willoughby is an "implant analog" and not a "coping" as claimed. Applicant offers no 
structural distinctions between an element referred to as an "implant analog" and an 
element referred to as a "coping," only that they have different names and intended 
different uses. It is well settled, however, that a prior art element (i.e. cylinder 53) does 
not become patentable merely because applicant calls it by a different name and/or 
intends a different use for it. There must be a clear objectively ascertainable structural 
distinction set forth in the claim(s). 

Applicant argues at page 13 of the response that an "impression coping" 
inherently includes "retentive features" and "means for orientation positioning in relation 
to the implant" and that the element 53 of Willoughby lacks a means for fastening to the 
implant and the ability to replicate the position and orientation of the implant. The 
examiner notes that none of those elements are claimed, if such elements are "inherent" 
as applicant asserts, then there should be no problem in clearly putting such elements 
in the claims so that one of ordinary skill in the art can reasonably determine what is 
required of the claim and what is not. 

Applicant further argues that the system of Willoughby shows only a closed tray 
technique and is not capable of use in an open tray (pick-up) technique and that 
extender 61 of Willoughby cannot protrude through the impression material during pick 
up type impression moulding techniques. The examiner notes that present claim 1 is 
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directed to a system of parts, not a method of using tliose parts. Moreover, it is unclear 
to this examiner why applicant's tube 92 is capable of protruding through the impression 
material, yet nearly the identical tube 61 of Willoughby is not. Applicant is encouraged 
to be reasonable and not to read limitations into the claims that are not set forth in the 
claims. 

Applicant argues that element 53 is embedded in a model not in the impression 
material. The examiner notes (1) impression material has not been claimed, only four 
parts, two tubes, a screw and a spacer, (2) element 53 of Willoughby is capable of 
being embedded in impression material and (3) the stone model is a positive impression 
of the negative impression. 

Applicant is urged to set forth clear and distinct structural differences from the 
prior art, rather than arguing that the broadly claimed elements have different names or 
have a different intended use. 

Claims 1-3, 9-19, 21, 22, 25-31, 35, 36 and 37 are rejected under 35 
U.S.C. 102(e) as being anticipated by Beaty et al (US 6,619,958). 

In Figures 17C and 17d Beaty et al disclose an impression coping system 
comprised of an implant fastener screw 186 (note Figure 12a), impression coping 290, 
extension means 292 and a removable spacer element 184. 

In response to the present rejection applicant argues that two different bolts 140 
and 150 in Figures 9 and 10 are required by Beaty et al rather than the single implant 
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fastener claimed. Tlie examiner directs applicant's attention the Figure 17c reproduced 
below which has only a single element identified as the implant fastener. 




FIG. 17c 

(modified with examiner added text) 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 32, 33 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Willoughby (US 6,283,753). 

In the Figure 27A and 27B arrangement, Willoughby uses the extender 61 for 
making an impression of a model with implant analog 57 instead of directly from an 
implant in a patient's mouth as in figures 26A and 26B. To have merely used the Figure 
27A, 27B extension member 61 impression technique for obtaining an impression 
directly from the patient's mouth as illustrated in Figures 26 would have been obvious to 
one of ordinary skill in the art. 

Claims 23 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Beaty et al (US 6,619,958). 

To have constructed the spacer element 184 of Beaty et al of a conventional 
plastic material (which inherently has some degree of elasticity) would have been 
obvious to one of ordinary skill in the art as a matter of routine selection of common 
readily available materials for the Beaty et al device. 

Claims 32, 33, 34, 38, 54 and 55 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Beaty et al (US 6,61 9,958) in view of Lazarof (US 5,681 ,1 67). 

Beaty et al disclose the claimed method of positioning a coping 290 on implant 
fastener 186 and fastening the fastener 186 to implant 182. Beaty et al further disclose 
the use of impression material about the coping 290 (note column 14, lines 58-67), but 
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doesn't further explain the conventional making of a master cast with an implant analog. 
Lazarof, however, teaches the common steps of taking an impression of the implant 50 
having coping 154 installed thereon (Figures 29 and 30), attaching an implant analog 
140 to the coping embedded in the impression (Figure 38) and then forming a model of 
the teeth and implant with the implant analog installed therein (Figures 39 and 40). To 
have continued the Beaty et al method with the conventional method of producing a 
model as taught by Lazarof would have been obvious to one of ordinary skill in the art. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry concerning this communication should be directed to Ralph Lewis at 
telephone number (571) 272-4712. Fax (571 ) 273-8300. The examiner works a 
compressed work schedule and is unavailable every other Friday. The examiner's 
supervisor, Cris Rodriguez, can be reached at (571) 272-4964. 



R.Lewis 

December 6, 2008 



/Ralph A. Lewis/ 

Primary Examiner, Art Unit 3732 



